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i Specification 
The disclosure is objected to because of the following informalities: 
page 7, line 13, it is unclear what is meant by the words "of the of. 

Appropriate correction is required. 

i, 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections -35USC§112 
v ( Claims 1-15 'are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
Claim 1 

' . line 6, recites "carrying out the anodic alkoxvlation in the absence of a mediator". 
T{iis claim limitation is further limiting the preamble. It is unclear what is the 
relationship between the carrying out step and the alkoxylating step recited in claim 1 , 
lines 2-5. 



f 

* 
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i. 

/ 

lines 6-7, it appears that "a diamond film anode or a gold anode" is the same as 
the oxidation-resistant anode recited in claim 1 , line 5. However, it is unclear if it is. If it 
is not, then what is the relationship between the diamond film anode or gold anode, and 
the oxidation-resistant anode? j 

Claim 2 . i 

lines 1-2, it appears that "an organic compound" is the same as that recited in 

( 



claim 1, line 2, However, it is unclear if it is. If it is, then it is suggested that the word "an" 



be amended to the word - the -. 

line 4, recites "anodically alkoxylated". 

This claim limitation is further limiting the preamble of claim 1 . It is unclear what j 
is the relationship between this claim limitation and the alkoxylating step recited in claim 
1 , lines 2-5. 1 

i, 

Claim 6 j 
lines 2-3, "the solvent" lacks antecedent basis. 

! 

Claim 7 

1, 

line 2, recites "anodic alkoxylation". f 
This claim limitation is further limiting the preamble of claim 1 . It is unclear what 
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i. 

is the relationship between this claim limitation and the alkoxylating step recited in claim 
1 , lines 2-5. 

* , i 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

I. Claims 1-3, 6-8, 10 and 14-15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Degner et al. (US Patent No. 4,441 ,970) in view of Grant & Hackh's 
Chemical Dictionary (Fifth Edition, © 1987, p. 398). 

Degner teaches a method for the anodic alkoxylation of an organic compound 
comprising: 

(a) alkoxylating a mixture containing the organic compound (= 2,5-dihydrofuran) 
and a prirnary alcohol with 1-4 C atoms (= an alkanol) [col. 2, lines 11-16] is alkoxylated 
(= synthesis of 2,5-dimethoxy-2,5-dihydrofuran) [col. 1, lines 47-64] in an unpardoned 
electrolytic cell (= a non-compartmented cell) [col. 2, lines 8-1 1] in the presence of a 
supporting electrolyte salt (= a conducting salt) that is soluble in the mixture (= dissolves 
in the 2,5-dihydrofuran/alkanol mixture) [col. 2, lines 18-20] but in the absence of a solid 
polymer'electrolyte at an effective cell voltage (= electrochemically oxidation) on an 
oxidation-resistant anode (= materials which are stable under the conditions of 



i 
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electrolysis are employed for the anode) [col. 2, lines 37-38]; and 

i, 

(b) carrying out the anodic alkoxylation in the absence of a mediator, using a 
diamond film anode or a gold anode (= noble metals) [col. 2, lines 37-41 ; and Grant & 
Hackh's, page 398. definition of "noble metal"]. 

i 

The organic compound is selected from the group consisting of cyclic ethers, N- 

i, 

substituted amides, carbonyl compounds, alkyl aromatic hydrocarbons and alkyl 
heteroaromatic hydrocarbons are anodically alkoxylated (= 2,5-dihydrofuran) [col. 2, 
lines 11-14]. , 

The cyclic ether is selected from the group consisting of furans, dihydrofurans, 

i. 

tetrahydrofurans, 1,2-pyrans, 1,4-pyrans and the di- and tetrahydro compounds thereof, 
and 1,4-pyrones and the di- and tetrahydro compounds thereof (= 2,5-dihydrofuran) [col. 
2, lines 11-14] is methoxylated or ethoxylated (= synthesis of 2,5-dimethoxy-2,5- 

dihydrofuran) [col. 1 , lines 47-64], with at least one C atom bound to the ether oxygen 

i, 

atom in the hydrogenated furans, pyrans and pyrones having a hydrogen atom. 

The alkoxylation is carried out in the alcohol that corresponds to the alkoxy group 
as the solvent (= methanol) [col. 2, lines 14-16] and the supporting electrolyte salt used 
is a tetraalkyl ammonium salt, the anion of which is selected from the group consisting 
of CI0 4 ", BF 4 ", PF 6 ", SbF 6 ", R-S0 3 " and R-S0 4 ", wherein R stands for alkyl which can 
also be halogenated (= tetramethylammonium methosulfate) [col. 2, line 25]. 

v The supporting electrolyte salt is used in a quantity of 0.1 -5 wt %, relative to the 
organic compound that is to be alkoxylated (= 1 to 10% by weight of conducting salt) 
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[col. 2, lines 32-36]. 

x . i 
i ' 

The organic compound is methoxylated (= synthesis of 2,5-dimethoxy-2,5- 
dihydrofiiran) [col. 1, lines 47-64]. 

The voltage is in the range of from 5 to 25 V (= from 1 to 30 A/dm 2 ) [col. 2, lines 
45^50]. 

i 

The quantity of electrolyte salt is 0.3-3 wt % (= 1 to 1 0% by weight of conducting 
salt) [col*. 2, lines 32-36]. 

Since Degner teaches all of the limitations recited in the instant claims, the 
reference is deemed to be anticipatory. 



II. Claims 1-12 and 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated 

by Puetter et al. (US Patent No. 6,533,91 6 B1 ). 

Puetter teaches a method for the anodic alkoxylation of an organic compound 
i I 
comprising: 

(a) alkoxylating wherein a mixture containing the organic compound (col. 8, line 
65 to col. 10, line 59) and a primary alcohol with 1-4 C atoms (col. 8, lines 17-39) is 
alkoxylated (= methoxylation) [col. 6, lines 17-18] in an unpardoned electrolytic cell (= 

i 

an undivided cell) [col. 6, lines 59-64] in the presence of a supporting electrolyte salt (= 

, . j. 

an auxiliary salt) that is soluble in the mixture (col. 7, lines 42-67) but in the absence of 
a solid polymer electrolyte at an effective cell voltage (= 1 to 100 V) [col. 7, lines 26-33] 
on an oxidation-resjstant anode (= a diamond electrode) [col. 2, lines 29-32]; and 
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(b) carrying out the anodic alkoxylation (= methoxylation) [col. 6, lines 17-18] in / 
the absence of a mediator, using a diamond film anode or a gold anode (= a diamond 
electrode) [col. 2, lines 29-32]. 

The organic compound is selected from the group consisting of cyclic ethers, N- 
substituted amides, carbonyl compounds, alkyl aromatic hydrocarbons and alkyl / 
heteroaromatic hydrocarbons are anodically alkoxylated (= tetrahydrofuran and furan) 
[coMO, lines 54-58]. 

The cyclic ether selected from the group consisting of furans, dihydrofurans, 
tetrahydrofurans, 1 ,2-pyrans, 1 ,4-pyrans and the di- and tetrahydro compounds thereof, ( 
and 1 ,4-pyrones and the di- and tetrahydro compounds thereof is methoxylated or 
ethoxylated, with at least one C atom bound to the ether oxygen atom in the 
hydrogenated furans, pyrans and pyrones having a hydrogen atom (= tetrahydrofuran 
and furan) [col. 10, lines 54-58]. / 

The amide selected from the group consisting of lactams with 5-7 ring members, 
N-acylated saturated and unsaturated N-heterocyclic compounds and open-chain N- 
alkyl or N,N-diallyl fatty acid amides is methoxylated or ethoxylated, with a carbon atom 
bound to the nitrogen having at least one hydrogen atom (col. 10, lines 25-41 and lines f 
58-59). 

! A k'etone with a methyl group or methylene group bound to the carbonyl C atom 
is methoxylated or ethoxylated (= methoxylation of acetone) [col. 9, lines 11-17; and col. 
10, lines 5-9]. 1 



\ 
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The alkoxylation is carried out in the alcohol that corresponds to the alkoxy group 
as the solvent (= methanol) [col. 8, lines 23-39] and the supporting electrolyte salt used / 
is a tetraalkyl ammonium salt, the anion of which is selected from the group consisting 
of CI0 4 ", BF 4 ", PFeVSbFe", R-S0 3 " and R-S0 4 ", wherein R stands for alkyl which can 
also be halogenated (= tetraalkylammonium methylsulfonate) [col. 7, lines 42-67]. 

The anodic alkoxylation is carried out at a voltage in a range from 1-50 V (= 1 to . ( 
100 V) [col. 7, lines 26-33]. 

v ", The supporting electrolyte salt is used in a quantity of 0.1-5 wt %, relative to the 
organic compound that is to be alkoxylated (= approx. 0.1% to approx. 10 % by weight) 
[col. 7, lines 42-67]. / 

The carbonyl compound is a ketone (col. 9, lines 11-17). 
\ The organic 'compound is methoxylated (col. 6, lines 17-18). 

The voltage is in the range of from 5 to 25 V (= 1 to 1 00 V) [col. 7, lines 26-33]. 

The quantity of electrolyte salt is 0.3-3 wt % (= approx. 0.1% to approx. 10 % by / 
weight) [col. 7, lines 42-67]. 

I I 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all / 
obviousness rejections set forth in this Office action: 

\ (a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

/ 



Application/Control Number: 10/546,135 
Art Unit: 1753 



Page 9 



I. v Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Degner 
et al. (US Patent No. 4,441,970) in view of Grant & Hackh's Chemical Dictionary (Fifth 
Edition, © 1987, p. 398) as applied to claims 1-3, 6-8, 10 and 14-15 above. 

Degner and Grant & Hackh's are as applied above and incorporated herein. 
s The method of Degner differs from the instant invention because Degner does 
not disclose wherein the alkyl that is halogenated is selected from the group consisting 
of CF 3 -, CCL 3 -, and CF 3 CH 2 -, as recited in claim 1 3. 

Degner teaches tetramethylammonium methosulfate. Halides, sulfonates or 
alcoholates are preferably employed as conducting salts (col. 2, lines 18-31). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the tetramethylammonium methosulfate described 
by Degner with wherein the alkyl that is halogenated is selected from the group 
consisting of CF 3 -, CCL 3 -, and CF 3 CH 2 - because structural relationships may provide 
the requisite motivation or suggestion to modify known compounds to obtain new 
compounds. For example, a prior art compound may suggest its homologs because 
homologs often have similar properties and therefore chemists of ordinary skill would 
ordiqarily contemplate making them to try to obtain compounds with improved 
properties (MPEP § 2144.08(ll)(A)(4)(c) and §2144.09). 

II. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Puetter 
et al r (US (Patent N6. 6,533,916 B1) as applied to claims 1-12 and 14-15 above. 

ti 



/ 

0 
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Puetter is as applied above and incorporated herein. 
v The method of Puetter differs from the instant invention because Puetter does 
not disclose wherein the alkyl that is halogenated is selected from the group consisting 
of CF 3 -, CCL3-, and CF3CH2-, as recited in claim 13. 

Puetter teaches tetramethylammonium methylsulfonate. Fluoride is an anion (col. 
7, lines 42-67). ' 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the tetramethylammonium methylsulfonate 
described by Puetter with wherein the alkyl that is halogenated is selected from the 
groCjp consisting of 'CF3-, CCL 3 -, and CF 3 CH 2 - because structural relationships may ' 
provide the requisite motivation or suggestion to modify known compounds to obtain 
new compounds. For example, a prior art compound may suggest its homologs 
because homologs often have similar properties and therefore chemists of ordinary skill 
woiiljd ordinarily contemplate making them to try to obtain compounds with improved 
properties (MPEP § 2144.08(ll)(A)(4)(c) and §2144.09). 



Any inquiry concerning this communication or earlier communications from the 
exahfiiner should b^ directed to Edna Wong whose telephone number is (571 ) 272- 
1349. Tfie examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's / 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
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for the organization where this application or proceeding is assigned is 571-273-8300. / 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. f 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business. Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information I 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Edna Wong \ 
Primary Examiner 
Art Unit 1753 
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